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TRADEMARK LAW
S GETTING ITS
GROOVE BACK.
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IN THIS PRESENTATION, WE'RE GOING TO
TALK ABOUT:

-The “OG" of TM Law--The Lanham Act

-How tforeign applicants are giving us a run for our money

-How the TMA is working to reclaim its time, alleviate stress, and
realign with the purposes of the Lanham Act

-Four ways to take the TMA by the Horns
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THE LANHAM ACT—THE "OG"

-Established in 1946
-Promulgated to serve two goals

(1) to sateguard the public so that “in purchasing a product bearing
a particular trade-mark which it favorably knows, [the consumer
would] get the product [ . . .] it ask[ed] for and want[ed] to get”;

(2) to protect a business’s investment of “energy, time, and money”
in promoting its brand [, . . .| establishing goodwill, ana
"lpreventing| misappropriation by pirates and cheats.”

FIRMFORTHECULTURE.COM



THE [FOREIGN
APPLICANTS]
ARE COMING!
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RECENT EVENTS HAVE FRUSTRATED THE
PURPOSE OF THE LANHAM ACT.

There has been a dramatic increase in

foreign applications, many ot which use

doctored photos as evidence of “use in
commerce.”

*Testimony of Professor Barton Beebe before the Senate Judiciary Committee on December 3, 2019 (“Bebee
Testimony”), located at https://www.judiciary.senate.gov/download/beebe-testimony.
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THE LANHAM ACT IS IN LOTS OF TROUBLE

In 2017, 60% of fraudulent applications (for t-shirts) that were tiled
successtully proceeded to publication.

Almost 40% successtully matured into federal trademark registrations.®
This has resulted in trademark depletion and clutter on the Principal

register and the marketplace. This has also stitled the Lanham’s Act's
ettorts to protect consumers and to promote equitable competition.

*Testimony of Professor Barton Beebe before the Senate Judiciary Committee on December 3, 2019 (“Bebee
Testimony”), located at https://www.judiciary.senate.gov/download/beebe-testimony.
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THE TMA IS BORN

Against this backdrop, the TMA is born.

With the TMA in place, Congress promises to streamline an otherwise
protracted and unnecessarily expensive process at the USPTO, protect
business owners' investment of “energy, time, and money,” and protect

consumers from the recent de

uge of fraudulent or misappropriated

marks in

‘he marketplace.

*Two Pesos, Inc. v. Taco Cabana, Inc., 505 U.S. 763, 782 n.15 (1992) (Stevens, J., concurring), see also Testimony of Douglas A.
Rettew betfore the Senate Judiciary Committee on December 3, 2019 (“Rettew Testimony”), located at
https://www.judiciary.senate.gov/imo/media/doc/Rettew%20Testimony.pdft.
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HOW THE TMA SAVES THE DAY

-Promulgated in December 2020

-Codities the Letter or Protest Process

-Provides for Flexible Office Action Response Times

-Provides Cheaper Ways to Challenge Trademark Registrations

-Restores the Irreparable Harm Presumption in Trademark Suits for
Injunctive Reliet
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TMA CODIFIES THE LETTER OF PROTEST
PROCESS

Before the TMA

Little known informal secret to challenge pending trademark
applications before such marks proceeded to publication or

registration. In tact, this powertul tool was merely noted as a legal
“tip” on the USPTO.
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About Us Jobs ContactUs  MyUSPTO
e UNITED STATES . i niect :
PATENT AND TRADEMARK OFFICE
earch uspto.gov

Patents Trademarks IP Policy Learning and Resources

Home * Trademarks > Trademark Updates and Announcements > Letter of protest practice tip

Main menu

Letter of protest practice tip

Trademarks You can use the letter of protest to give the USPTO evidence about the registrability of a trademark in a

Patents

pending application that belongs to another trademark owner. A fee is required for a letter of protest.

IP Policy
Read below for more information.

Learning and Resources
Include evidence supporting_a reason to refuse registration or issue a requirement

About Us ¢ Appropriate reasons

@ Inappropriate reasons

Jobs When you file affects the evidence you need

Filing_a letter of protest
Contact Us o How to file a letter of protest

¢ What to include in a letter of protest

MyUSPTO ¢ Appropriate evidence

More information

Questions

Include evidence supporting a reason to refuse registration
or Issue a requirement
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TMA CODIFIES THE LETTER OF PROTEST
PROCESS

After the TMA

TMA coditfies the process and gives letters of protest their rightful
place in the United States Code.
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FLEXIBLE OFFICE
ACTION RESPONSE
TIMES

Before the TMA
Mandatory 6-month deadline

After the TMA
Mandatory minimum of 60 days; could be

extended, for a fee, to 6 months
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A

WHAT

Examining A

DOES THIS MEAN FOR APPLICANTS?

torney has the discretion to require an Ottice Action

Response ("OA

R") within 2 months rather than the minimum é months.

The applicant may request extensions to the "full six-month period.”*

The TMA

does not distinguish between substantive and

procedural OA's for purposes of the flexible time periods

F I

so we'll have to wait and see.

*TMA Section by Section Analysis, located at

https://hankjohnson.house.gov/sites /hankjohnson.house.gov/fil
es/documents/TM%20Act%20-%20Section-by-Section%20.pdf.
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TMA SIMPLIFIES
REGISTRATION
CHALLENGES
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TMA SIMPLIFIES REGISTRATION
CHALLENGES

Before the TMA

Could only cancel marks through a costly
cancellation process or litigation
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TMA SIMPLIFIES REGISTRATION
CHALLENGES

After the TMA

Can cancel though:

(1) A petition to expunge
or
(2) A petition for reexamination

In addition to cancellation and litigation
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PETITION TO EXPUNGE

Applies only to marks never used in commerce.

Step 1: Submit a Petition to USPTO

(1) identify each registration at issue in the
petition; (2) identify each good or service recited O Step 3: If prima facie showing is O
in the registration for which it is alleged that the made, Director requires registrant to

mark has never been used in commerce; and (3) prove use w
Include a verified statement that the mark, after a

“reasonable investigation” was deemed not to be in
use.

Step 4 (a): If use is proven, no
¢ cancellation is issued
Step 2: USPTO director determines if O  Step4(b): If nouse is proven,
the petitioner made a “prima facie” cancellation is issued
showing the mark at issue was never

N
O used
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PETITION TO REEXAMINE

Applies to marks not used on or before the “relevant
date”.

Step 1: Submit a Petition to USPTO

(1) identify each registration at issue in the
petition; (2) identify each good and service recited in Step 3: If prima facie showing is

the registration for which it is alleged that the mark O made, the Director requires a O
was not used in commerce on or in connection with prd registrant to prove used on or before w
on or before the relevant date; and (3) include a the “relevant date”

verified statement that the mark, after a
“reasonable investigation” was deemed not to be in
use on or before the relevant date.

Step 4 (a): If use is proven, no
d‘ cancellation is issued

Step 2: USPTO Director determines if O Step 4(b): If no use is proven,
the petitioner made a “prima facie” cancellation is issued

N showing that the mark at issue was not
O In use on or before the relevant date.
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TMA ALLOWS SUA SPONTE CHALLENGES

The TMA also allows the USPTO Director to initiate an expungement
or reexamination proceeding on its own initiative, eftectively
allowing the cancellation of a mark to occur without the need for
third-party intervention or contribution.
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PETITIONER LIMITATIONS

No copending challenges allowead

Estoppel procedures prevent more than one
petition against registrants for the same
mark and same goods and services,

regardless of the identity of the petitioner.
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TIME LIMITATIONS

Expungement proceedings cannot

commence until three years atter

registration.

Reexamination proceedings can be

commenced within the tive years atter
‘ registration.
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IRREPARABLE HARM PRESUMPTION
Before the TMA

Betore eBay v. Merc Exchange™

// Rebuttable presumption of irreparable

harm was the standard

/ ' Atter eBay
/ Allowing a rebuttable presumption of
~\\

irreparable harm varied tfrom court to court

N

*eBay v. Merc Exchange, LLC, 547 U.S. 388 (2006)
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IRREPARABLE HARM PRESUMPTION

After the TMA
/ Restoring pre-eBay regime
by allowing trademark litigants

/ ’ entitlement to the rebuttable
/ oresentation of irreparable harm
~\\

N
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FOUR
WAYS TO
TAKE THE
TMA BY
THE
HORNS

@ A. LEARN THE PR
AND FORWARDS

PARTICULARLY T

OTEST PROCESS BACKWARD

B. BECOME BESTIES WITH INVESTIGATORS,

HOSE WHO SPECIALIZE IN

FOREIGN PRODL

CT MARKETING.

@ C.SAVE ALL THE GOOD OARS YOU COME

ACROSS

@ D. USE CANCELLATION AS A NEGOTIATION

TACTIC BUT NOT

AS A FIRST STEP
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TIME TO
GET BACK TO
THE "OG”
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THANK YOU!
QUESTIONS?




